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Remarks 

Claims I to 11 are pending. A response to the Office Action with a mailing date of April 
1 , 2004, was faxed to the U.S. Patent Office on June 30, 2004. Included in that response were 
copies of the 371 transmittal and the filing receipt for Application Serial No. 09/623,750. The 
present application is a divisional application filed from 09/623 ,750. 

Applicant received a call from the Examiner requesting the attached documents be resent, 
along with a report from the Applicant's facilities providing the priority information of the 
present application. Included with this response, Applicant is rcsendtng the 371 transmittal and 
the filing receipt from 09/623/750; and a report/chart from Applicant's office showing thai the 
present case claims priority to the 09/623,750 case, which claimed priority to a GB case filed on 
March 9, 1998, 

To assist in deciphering the report/chart the Applicant is providing a detailed listing of the 
parentage of the present application, 

GB application, 9804967 was filed March 9, 1998. One year later, on March 9, 1999, 
PCT application US99/05053 was filed. At the 30 month national stage, U.S. application 
09/623,750 was filed using the international filing date as the filing date, On July 21 , 2003, US, 
application 10/624,013 (the present application) was filed as adivisional application from 
09/623,750. 

In view of the above, it is submitted that the application is in condition for allowance. 
Reconsideration of the application is requested. If the Examiner has any questions regarding this 
supplemental amendment, please call the attorney of record at 651-733-2059. 

Respectfully submitted, 

Pamela L. Stewart, Reg. No.: 45,707 
Telephone No. : (651) 733-2059 

Office of Intellectual Property Counsel 
3M Innovative Properties Company 
Facsimile Nd. : 651-736-3833 
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Priority Case Report 



Title: SOFT EDGE MASKING FOAM TAPE WITH SECOND LAYER AND VARIABLE SIZE MASKING 



Priority Case Number: 54060GB002 

Priority Application No; 9604967 

Filing Date: Mar-09-1998 
Patent No. 
Issue Date: 

Status: Abandoned 

Status Date: Mar-1 6-1999 

Case Type: ORD 



Government Righto: 
Foreign Filing Lie Date: 
Vault Location: 
File Destruction Date: 



NO 



Jan-08-2004 



Prosecuting Attorney: 
Managing Attorney; 

O.C. Attorney: 
Technical Director 
IP Scientist: 
Outside Counsel: 
Refft 



Stewart Pamela L. 



inventors: Bouic, Phillip J. 



Cflt* 

N urn bar 



Caoo Case 
TYp» Statue 



Status Date 



Related Cases Within GB 

Filing 



Application 
Number 



Date PubNumfter Number 



RjcplrmUon 



64oaoQBao6 EPC Unfiled 



Jan-1 1-2001 



Cub 

Numiw 



Cut Caeo 
Typa Stiha 



OCO Filing Claiming Priority to 54060GB002 

Application p» 
Statu. Data Number Filing Dmtm PubNumber Number 



gxpJntilon 



64060&R003 PCT Pending 

540GQCAQQ4 pCT Pending 

54060CN005 PCT lasuod 

540BODE006 EPC Unflbd 



Mar-09.1999 PI9908640-9 W|*r-0*-l9*9 

MaM»-tW9 2322956 Mar^1999 

May~23-2QQ3 98803794.X Mar09*t999 
Jan-1 1-2001 



Mar-O*-201 

99803794.X Apr*30-20Q3 Mer-09-201 



3M Confidential 



WednawJay, July 28, 2004 
Page:l 

PAGE 4/9 * RCVD AT 7/28/2004 4:17:32 PM [Eastern Daylight Time] ' SVR:USPT0€ FXRF-3/25 * DNIS:2731426 1 C8ID:651 736 6133 ■ DURATION (mm-ss):03-30 



INTEL PROP 220 10W 



^ 651 736 6133 



07/28/04 15:18 0 : 05/09 NO: 240 



Priority Case Report 



6406QEPQ06 PCT Pending 

EPO Doslgnaiod Countries: 

54060ESQQ6 EPC Unfiled 

S4060FR006 £PQ Unfiled 

54060IT006 EPC Unfiled 

54060JP007 PCT Pending 

54060KRQOa PCT Pending 



Mar-09-1999 999099211 

DE, ES, FR, GB. IT 
Jan-1 1-2001 
Jan-1 1-2001 
Jan-1 1-2001 
Mar-08-1399 
Mar-09-199& 



54060US010 PCT Issued Jul-14-2003 
54060WO009 ORD National Sap-09^2000 



2000-535461 
2000-7009946 
09/623750 
US99/05053 



MaM)M999 



Mar-09-1999 
Mar-09-1999 
Mar-09-1999 
MaMN-1999 



Mar-O9-201 



6596376 



Mar-0^201 
M»r-O9-201 
JuJ-22~2Q03 Mar-09-201 



WO99/460S6 



Case 
Number 



Caae Case 
Type Statut 



Remaining Cases In Family Outside of GB 



Status Data 



Application 
Number 



Filing Data PubNumber 



Patent 
Number 



Expiration 
Imw Date Data 



54060US011 DIV Published Apr-06^2004 10/624013 



Juk21-2003 



04-0058069- 
A1 



Remarks: 



^46,707 



Wednesday, July 28. 2004 
Page: 2 



3M Confidential 
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1) United States Patent and T^^demark Qmgg 




; -'.J/ , , „ COMMISSIONED FOR PATENTS 

^•i.^ Un »™ States Patcnt and ^adcmark Offic^ 



[APPUCATION NUMBER I niltlrmTT UHI iu I ' Tujjii I I . I n gwwu aptequw 

OFFICE OF JNTCI LECTUAt- tf&a/O 
3M ~ company 3M , N ,oSS& 




JUL 1 0 2002 (SWJO D * te Mailed: 06/26/2002 

EST £ 5 ftfflfl iyffJ8HSWfc T ^^ns Were d in its order and you »,„ be 

NAME OF APPLICANT an3 mS? SKnM^ ^ U S : APp LICATION NUMBER, FILING DATE 
check or draft are sub act to StaStaT FW "JX?* a PP ,icaHof1 - F«~ transmitted by 

error is noted on th s RKna Receiot tx^l ^V^V* th ! , dal ? presented on th,s If an 

Receipt Corrections, facs X n2rV03.7«-«M SLSI " lf " t,a ' Patent E *™'™«°" , « Filing 

change, noted thereon. If you received a ^^Rv^^^^X ^ P'"!? R8Ce,pt with th * 
any corrections to this Filing Receipt with you ' repl r SZ Cte?^i^i ?«BSf" t,on ' 8Ubmit 
to the Notice, the USPTO wHl generate another FmiVpI! i ♦ ■ h ° USPT0 Presses the reply 

appropriate). generate another Filing Receipt incorporating the requested corrections (If 



Applicant(s) 



Philip J Bouic, West Midlands, UNITED KINGDOM' 
Stephen CP. Joseph, Warwickshire. UNITED KINGDOM; 



Domestic Priority data as claimed by applicant 

THIS APPLICATION IS A 371 OF PCT/US99/05053 03/09/1999 
Foreign Applications 

Projected Publication Date; Not Applicable, filed prior to November 29,2000 
Non-Publication Request; No 
Early Publication Request: No 

Title 

Masking materials and method of use 

Preliminary Class 
428 
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LICENSE FOR FOREIGN FILING UNDER 
Title 35 r Unlted States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 

GRANTED 

Sb»GEeSw&R^ if ^quired, foreign filing 

the conditions for issuance o^ 

set forth in 37 CFR 5.15. The scope and limitations o NNm5?.S 5 faS ?n w £^5,2* f* reqU " ed 88 
license has been issued under 37 CFR 5 15(h) The i OMuL. fc 2 1 V FR 5 15(a) un,eas an ear|i »r 
date indicated fs tho effective date of fte license unles an e a 5K^°^ ? P °" Wn ' tte . n notificatl011 - The 
under 37 CFR 5 13 or 5.14. af " er " Cer,se 0f s,milar SC0 P B has b °°n granted 

especially with respect to certain countries, of other agencies oarticulartv the OffiTI 5 n«? cur L ent / e 9 ulat)0ns 
Department of State (with respect to Arms MunluonsCTmplemS V& e5c?R «1 TJal^S 2? ^ 
Export Administration, Department of Commerce (15 CFR 370 mo mv th*Tn«L # B . 1 )( th f_ ° ffice of 
Department of Treasury (31 CFR Parts 500+^(1^© Departn4m of Energy ' F ° re ' 9n ^ C ° ntro1 ' 

NOT GRANTED 

\x^SSlS^S&!^ ° rant6d aHhiS tim8 ' if the P hrase " ,F REQUIRED, FOREIGN FILING 
"Jf NSE GRANTED DOES NOT appear on this form. Applicant may still petition for a license undar 17 7>pr 
5.12, if a license is desired before the expiration of 6 montfis from the < rtlino da to of th 7? « £ R 
has lapsed from the filing date of this application and the Tcensee has nXeJsd «7. SSSl 

order under 35 U AC. 1 81 , the licensee may forel fl n file the application puSuS 37 CFR 5 i?(b) 9 
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ATTORNEY 
DOCKETED 



■f 



RJRMKm-l lW) U S nfePATTMENT OP COMMERCE h/VTtiNT AND TRADEMARK 01 

TRANSMITTAL LETTER TO THE UNITED STATES 
DESIGNATED/ELECTED OFFICE (DO/EO/US) 
CONCERNING A FILING UNDER 35 U.S.C. 371 




ATTORNEY'S DOCKET NUMBER 
54O6OUSA4A.010 


U.S. APPLICATIONS 
(if known, see 37 CF.R. 1.5) 


INTERNATIONAL APPLICATION NO. 
PCT/Us<)9/05053 


INTERNATIONAL FILING DATE 
March 9, 1999 


PRIORITY DATE Q.AIMED 
March 9> 1998 



TITLE OF INVENTION 

MASKING MATERIALS AND METHOD OF USE 



APPLTCANT(S) FOR DO/EO/US 
Phillip J , Bnuic anil Stephen CP. Joseph, 



Applicanrhcrcwith submits in the United States Designated/Elected Office (DO/EO/US) the following item** and other 
information: 



8, 
9. 
10. 



E] This is a FIRST submission of items concerning a filing under 35 U.S.C. 37 1 . 

□ This is a SECOND or SUBSEQUENT submission of items concerning a filing under 35 U.S.C. 371 . 

□ This express request to begin national examination procedures (35 U.S.C. 37 1 (f)) at any time rather than delay 
examination until the expiration of the applicable time limit set in 35 U.S.C 371 (b) and PCT Articles 22 and 39 (1). 
A proper Demand for Internationa! Preliminary Examination was made by the 1 9* month from the earliest claimed 
priority date. 

£3 A copy of the International Application as filed (35 U.S.C, 37 1 (cX2». 

□ i 5 transmitted herewith (required only if not transmitted by the Internationa! Bureau). 
S has been transmitted by the International Bureau. 

□ is not required, as the application was filed in the United States Receiving Office (RO/US) 

□ A translation of the International Application into English (35 U.S.C. 371(c)(2)). 

Amendment to the claims of the International Application under PCT Article 19 (35 U.S.C. 371(c)(3)) 

□ are transmitted herewith (required only if not transmitted by the International Bureau). 

□ have been transmitted by the International Bureau, 

□ have not been made; however, the time limit for making such amendments has NOT expired. 
[3 have not been made and will not be made. 

□ A translation of the amendment* to the claims under PCT Article 19 (35 U.S.C. 371(c)(3)), 
^ An oath or declnraUon of the inventor(s) (35 U.S.C. 371 (c)(4)), 

□ A translation of the annexes to the International Preliminary Examination Report under PCT Article 36 (35 U,S.C. 
371(e)(5)). 



Items 11. to 16. below concern other document (s) or Information included! 
IK □ An Information Disclosure Statement under 37 CFR 1.97 and 1 .98. 

12. H An assignment document for recording. A separate cover sheet in compliance with 37 CFR 3.28 and 3.3 1 is 

included. 

13. 13 A FIRST preliminary amendment. 

□ A SECOND or SUBSEQUENT preliminary amendment. 

14. O A substitute specification. 

15. Q A change of power of attorney and/or address letter. 

16. C] Other Herns or information: 



Certificate of Express Mailing 


Under 37 CFR 1.10, 1 ccrti fy that this entry or a PCT application Una US National Slagc is 
Postal Service "Express Mail Poat Office to Addressee" service addrastdflxHj Assist** 
DC. 2023 1. on the date mchented below. f \ _ / 


i bcingifafitH 
(jornjnisiliDj 


led with Lhc United States 
fnV Patents, Washington. 


Eipnu Mill MftlMftf No. 










"TO %. 


mrfim NanMtenln Milling Api 
jfcoltp^Prihnow 


burton 
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APPLICATION NO. (if known, sec 37 

C.P.R. U) , 

IT 13 The fallowing fees are submitted 
Baste National Fee (37 CFR 1.4TO(»X«-(5)): 



INTCKNATlONAL APPLICATION 
NO.:PCT/US99fl)5Q53 



Search Report has been prepared by the EPO or JPO $840 

International preliminary examination fee paid to USPTO (37 CFR 1.482) ...$670 
No international preliminary examination fee paid to TJSPTO (37 CFR 1.482) but 
international search fee paid to UJSPTO (37 CFR i .445 (a)(2)) 

$690 

Neither international preliminary examination fee (37 CFR 1.482) nor 

international search fee (37 CFR 1 .445(a)(2)) paid to USPTO $910 

International preliminary examination fee paid to USPTO (37 CFR 1,482) and all 
claims satisfied provisions of PCT Article 33(2>(4) * 9fi 

ENTER APPROPRIATE BASIC FEE AMOUNT = 

Su7elmrgeof$ 1 30 for furnishing the o&th or declaration later than □ 20 □30mcnSii 
from the ejulie^claimed pri ority date (3 7 CFR l/492(g))^__ 
Claims 1 Number Filed I Number ftxtra 



□ 
□ 



□ 
□ 



Rate 



ATTORNEY'S DOCKET NUMBER 
54060USA4A.010 



Calculations 1 PTOyse_Qnly_ 



840.00 



Total Claims 



19-20 



IB 



Independent Clwlms 



1-3* 



- 0 



x $ 78 



MULTIPL E DEPENDENT CLA IMS) (IP APPLICABLE) x $ 26Q , 

Reduction by ] A for filing by small entity, if applicable. A Small Entity Statement must 
also be filed. (Note 37 CFK L9, 1 27. l.m 



Processing fee of$ 130 for furnishing the English translation later the 
□ 20 □ 30 months from the earliest priority date (37 CFR JdfflQ)* 



Fee for recording the enclosed assignment (37 CPU 1 .21(h)). The assignment must be 
accompanied by on appropriate cover sheet (37 CFR 3.28, 331). $40.00 per 
irnDcrty 



Amount to be 
refunded 



c ha rged 



880.00 



b. 



□ 
® 



A check in the amount of $ . 



to cover the above fees is enclosed. 



Please charge my Deposit Account No. l?- ?723 in the amount of $ ft&O.OO to cover the above fees. A duplicate copy 
of I hU sheet is enclosed. 

c. H The Commissioner is hereby authorized to charge any additional fees which may be required, or credit any 

overpayment to Deposit Account No. 13-3723 A duplicate copy of this sheet \s enclosed 
NOTE: Where an appropriate time limit under 37 CFR 1.494 or 1.495 has not been met, a petition to revive 
(3 7 CFR Ll37(a) or (b)) musUtt. filed and granted to restore the applica tion to pendtn^tauig,. 




" q:\3mipco farms and sampIcsWansmitlal letter - 371 \\$ national staged 4/18/99 
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